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Remarks: 

These remarks are responsive to the Office action dated January 4, 2007. Claims 
1-28, 30-54, 101, 110-117 and 137-157 are pending in the application. In the Office 
action, the Examiner modified the first restriction requirement imposed in an earlier 
Office action (dated August 28, 2006) and requested clarification regarding applicants' 
election of species in response to the earlier Office action. Since the Examiner has 
modified the first restriction requirement, and to avoid confusion relative to applicants 1 
previous election (dated September 27, 2006), applicants are treating the first restriction 
requirement as being vacated, and thus request that the present communication 
supersede applicants 1 communication of September 27, 2006. In the present 
communication, applicants have (1) elected the invention of group I, with traverse: and 
(2) elected Species 1 (optical sensor), Species A (indicator is a light), and Species c 
(inkjet type dispenser). 
/. Restriction Requirement 

The Examiner required election of one of three inventions for prosecution in the 
present application. The groups of claims (Groups l-lll) drawn to the three inventions, as 
presented by the Examiner, are reproduced here verbatim (with emphasis added by 
applicants): 

I. Claims 1-17, 21, 23-28, 36^7, 101, 111-113, 137-139, 142-157 
drawn to an applicator for delivering a bioactive composition , 
classified in class 604, subclass 502 

II. Claims 30-35, 48-54, 1 14-117 drawn to a biosensor , classified in 
class 600, subclass 347 
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III. Claims 18-20, 22 drawn to a hioactive substance , classified in class 
424, subclass 449 

In addition, the Examiner stated that (A) Inventions I and II (Groups I and II) and 
Inventions I and III (Groups I and III) are related as combination and subcombination 
and are distinct, and that (B) there would be a serious burden on the Examiner to 
examine the claims without a restriction requirement because "the inventions have 
required a separate status in the art in view of their different classification." Applicants 
traverse the restriction requirement for the reasons set forth In the following two 
paragraphs. 

The Examiner suggested that Groups I and II and Groups I and III are related as 
combination and subcombination. Applicants respectfully disagree. The MPEP defines 
a combination as "an organization of which a subcombination or element is a part." [see 
MPEP § 806.05(a)] Claim 1 and each of its dependent claims that constitute Groups II 
and III are all drawn (with various scopes) to the same combination, namely, an 
applicator. None of these claims is drawn only to an element or part of an applicator. 
For example, as indicated by each claim's preamble, none of these claims is drawn only 
to a sensor or only to a bioactive substance/composition. Furthermore, none of the 
claims of Groups II and III adds any element that is not encompassed implicitly by the 
applicator combination as broadly recited by claim 1 . Accordingly, it is submitted that 
the claims do not show a combinatibn-subcombination relationship. 
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The Examiner also has not demonstrated that "there would be a serious search 
burden if restriction were not required as evidenced by separate classification, status, or 
field of search" [see MPEP § 806.05(c)]. In particular, the Examiner asserted that the 
claims of Groups 1, II and III are drawn to inventions that have acquired a separate 
status in the art in view of their different classification (namely, classes 604, 600, and 
424, respectively). However, applicants contend that the Examiner incorrectly 
characterized the subject matter of the claims of Groups II and III. In particular, the 
Examiner stated that the claims of Group II are "drawn to a biosensor," and that the 
claims of Group III are "drawn to a bioactiye substance." Applicant respectfully 
disagrees. Every claim of Groups II and III depends ultimately from independent claim 
1 , which is drawn to an applicator for delivering a bioactive composition. In other words, 
claim 1 is generic to the claims of Groups II and III. Therefore, every claim of Groups II 
and III is also drawn to an applicator for delivering a bioactive composition , as indicated 
by the preamble and dependency of each claim, not to a biosensor or to a bioactive 
substance. In particular, each of the claims of Groups II and III is drawn to an applicator 
also comprising (relative to claim 1) a sensor (Group II) or also comprising (relative to 
claim 1) the recited bioactive substance(s) or composition(s) (Group III). Accordingly, it 
is submitted that the Examiner has not demonstrated a search burden because Groups 
II and III should be classified substantially the same as Group I. 

In summary, applicants traverse the restriction requirement and request that this 
requirement be removed. Nevertheless, to ensure that this communication is deemed 
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fully responsive, applicants elect Group I (claims 1-17, 21, 23-28, 36-47, 101, 111-113, 
137-139 and 142-157) for prosecution. 
///. Election of Species 

The Examiner also requested elections of species as follows: 

Species 1 - sensor is an optical sensor; 
Species 2 - sensor is a mechanical sensor, OR 
Species 3 - sensor is a biosensor 

Species A - indicator is a light; 
Species B - indicator is audible; OR 
Species C - indicator is tactile 

Species a - piezoelectric jet dispenser; 

Species b - silicon electrostatic actuated droplet jet dispenser OR 
Species c - Inkjet type dispenser 

In response, applicants elect Species 1 (optical sensor), Species A (indicator is a light), 
and Species c (inkjet type dispenser). 

Applicants believe the claims read on the elected species as shown in the 
following table: 


Species 

Claims Readable on Elected Species 

Species 1 
(optical sensor) 

1-28. 30-54, 101, 110-114, and 137-157 
(i.e.. NOT 115-117) 

Species A 
(indicator is a 
light) 

1-28, 30-54, 101. 110, 113-117, and 137- 
157 

(Le.. NOT 111-113) 

Species c 

(inkjet 

dispenser) 

1-9. 11-20. 22-28. 30-54, 110-117. and 137- 
157 

(i.e.. NOT 10, 21, and 101) 


Applicants note that Species 1-3 are not mutually exclusive. In particular, a biosensor 
may operate via an optical sensor, a mechanical sensor, or both. For example, a pulse 
oximeter is an exemplary biosensor that may operate via an optical sensor for detecting 
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hemoglobin oxygenation. Accordingly, the table above reflects applicants' position that 
election of an optical sensor species does not exclude claims that recite a biosensor. 

IV. Request for Interview 

Applicants' attorney requests an interview with the Examiner and the Examiner's 
supervisor to discuss the propriety of the restriction requirement. 

V. Conclusion 

Applicants believe that this application is now in condition for allowance, in view 
of the above remarks. Accordingly, applicants respectfully request that the Examiner 
issue a Notice of Allowability covering the pending claims. If the Examiner has any 
questions, or if a telephone interview would in any way advance prosecution of the 
application, please contact the undersigned attorney of record. 


I hereby certify that this correspondence is being facsimile transmitted to Examiner 
Jacqueline Stevens, Group Art Unit 3761, Assistant Commissioner for Patents, at facsimile 
number (571) 273-8300 on February 5, 2007. 


Respectfully submitted, 



KOLISCH HARTWELL, P.C 


Walter W. Kamstein 
Registration No. 36,565 
520 S.W. Yamhill Street, Suite 200 
Portland, Oregon 97204 
Telephone: (503)224-6655 
Facsimile: (503)295-6679 
Attorney for Applicants 


CERTIFICATE OF FACSIMILE TRANSMISSION 


Christie A Doolittle 
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